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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 19 July 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Applicant's Preliminary Amendment, filed on July 19, 2008, has been made of 
record and entered. In this amendment, claims 3-10 and 16-18 have been amended to 
eliminate multiple claim dependency and to recite proper U. S. Patent claim format, and 
new claims 19 and 20 have been added. 

Claims 1-20 are now pending in this application. 

Priority 

1. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Japan on March 25, 2004. It is noted, however, that applicant has not 
filed a certified copy of the Japanese application (No. 2004-090350) as required by 35 
U.S.C. 119(b). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

2. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kato 

et al. (U. S. Patent No. 4,537,873, Applicants' submitted art). 

Kato et al. disclose a catalyst comprising precious metal particles supported on a 
carrier obtained from titania as a first component and, as a second component, at least 
one metal oxide selected from oxides of magnesium, strontium, lanthanum, yttrium, 
cerium, zirconium, silicon and tin. See the Abstract of Kato et al., as well as col. 2, lines 
23-44 (claims 1 and 8-13). 

Examples of the precious metal component supported on the carrier include 
platinum, palladium, ruthenium, and iridium (claim 7). As starting materials, salts and 
complexes of these precious metals may be employed. See col. 3, lines 47-61 of Kato et 
al. 

The catalyst is prepared by first preparing the carrier (col. 3, lines 1-46; col. 3, line 
67 to col. 4, line 27) and then preparing colloidal precious metal particles by dissolving a 
high polymer in an aqueous solution containing precious metal ions, and heating the 
resultant solution. During such a period, the precious metal ions are deposited as metal 
fine particles in the solution by reduction (said reduction is considered to read upon 
claims 2 and 15). The resulting colloidal dispersion can then be supported on a carrier 
via techniques such as a dip method, a spray method, or the like conventionally used. 
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See col. 4, line 28 to col. 5, line 6 of Kato et al., which also discloses the steps of mixing a 
rare-earth metal oxide powder with the colloidal precious metal particles, followed by 
drying and calcining (considered to read upon claim 14). 

Examples of the aforementioned high polymer include poly(vinyl alcohol), 
poly(vinyl pyrrolidone), and gelatin (a polyamino acid). See col. 5, lines 13-17 of Kato et 
al. (considered to read upon claims 4-6, 16-18, and 20). 

With respect to claims 3 and 19, it is considered that because Kato et al. disclose a 
catalyst that structurally reads upon that instantly claimed (i.e., in terms of 
components), one of ordinary skill in the art would reasonably expect the catalyst of 
Kato et al. to be water-soluble, absent the showing of convincing evidence to the 
contrary. 

Kato et al. also do not disclose that the precious metals have "10 to 50,000 
atoms". However, because Kato et al. disclose precious metals that read upon 
Applicant's claimed "metal species", one of ordinary skill in the art would reasonably 
expect that the precious metals of Kato et al. would exhibit a number of atoms falling 
within Applicant's claimed range, absent the showing of convincing evidence to the 
contrary. 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PATRICIA L. HAILEY whose telephone number is 
(571)272-1369. The examiner can normally be reached on Mondays-Fridays, from 7:00 
a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571) 272-1700. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/PATRICIA L. HAILEY/ 
Examiner, Art Unit 1793 
September 2, 2008 



